




 

3 
 

1. Key terms and common disputes 





 





 

https://sc.mp/2HK7AOd?utm_source=email&utm_medium=share_widget&utm_campaign=2143437
https://sc.mp/2HK7AOd?utm_source=email&utm_medium=share_widget&utm_campaign=2143437
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Section 2: HKôs legal environment related to brand licensing 
 

1. Introduction 

Hong Kong’s legal system is premised upon the rule of law and judicial independence, 

which is the foundation for its stability, prosperity as well as leading position as one of 

the world’s leading international financial centres.  

 

Hong Kong’s unique position lies in the 
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minimum protection for either domestic or foreign authors is stipulated; 

2. A formal copyright notice must appear in all copies of a work and consist of the 
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https://research.hktdc.com/en/article/MzEzODk1MDk2
https://www.policyaddress.gov.hk/2021/eng/p46.html
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http://info.hktdc.com/dm/hkifs/2020/pdf/2019FairReport_Eng.pdf
https://event.hktdc.com/fair/hklicensingshow-en/HKTDC-Hong-Kong-International-Licensing-Show/
http://info.hktdc.com/dm/hkils/2021/pdf/Post_Event_Report_HKILS_Online_2021_(EN).pdf
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https://alc.hktdc.com/en/s/Previous-Conference-Information
https://www.hktdc.com/event/hklicensingshow/en/press-release/asian-licensing-conference-explores-latest-trends-and-forges-new-business-opportunities
https://www.hktdc.com/event/hklicensingshow/en/press-release/asian-licensing-conference-explores-latest-trends-and-forges-new-business-opportunities
https://www.hktdc.com/event/hklicensingshow/en/japanese-firm-set-to-tap-asian-markets-with-licensed-brand-craftholic
https://www.hktdc.com/event/hklicensingshow/en/japanese-firm-set-to-tap-asian-markets-with-licensed-brand-craftholic
https://www.asiaipex.com/AboutUs/AsiaIPEX_EN


https://www.ip.gov.hk/en/trading-ip.html
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tricky to pick the correct trademark classes and obtain adequate protection. It is 
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agreement by the Central People's Government concerning the application of the 
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international registration into domestic applications in each designated jurisdiction, this 
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CHAPTER 2: NEGOTIATION AND SIGNING OF CONTRACT 
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useful questions to consider may be as follows:-  

o What are the benefits and drawbacks of the IP license? 

o What rights will be granted and what restrictions will be imposed? 

o How much will the Licensor be paid? 

o 
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It is also important to verify that the other party has actual business operations at its 



 

37 
 







 

40 
 

their IPR in different markets.  
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Brand owners should therefore clearly set out in the 



 

43 
 





 

45 
 



 

46 
 

2. 
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During the negotiation stage, it is common for non-Japanese companies, including 
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as Japanese is not an international language, and Japanese legal terms are considered 
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Sample Agreement #1: Trademark Licensing Agreement  

(
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1.
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1.2 
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2.2 
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7.3 Licensee shall use the Trademarks in accordance with generally accepted 
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11. FURTHER UNDERTAKINGS BY THE LICENSEE 

 

11.1 The Licensee undertakeq悐

 

 

a)  
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purports to do so without the specific written consent of the Licensor; or 

 

(e) the Licensee fails to pay any sum payable hereunder to the Licensor and 
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15.2 Each party understands and agrees that, during the term of this Agreement, it 

may be furnished with or otherwise have access to information that the other 
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NOTICE 

 

18.2 
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20. WAIVER 

 

20.1 
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Sample Agreement #2: Trademark 
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unless the context otherwise requires: 

 

ñBig Fourò 
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4.2 Notwithstanding the giving of due notice pursuant to Clause 4.1 above, the 

renewal shall only be effective provided that: 

 

(a) the Franchisee has throughout the term properly observed and 

performed all its obligations under this Agreement and is not at the Expiry 

Date in default under any such obligations;  

 

(b) the Franchisee has achieved the minimum performance targets 

(“Minimum Performance Targets”) as set out in Schedule 2 throughout 

the Term; 

 

(c)
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7. CONTINUING OBLIGATIONS OF FRANCHISOR 

 

The Franchisor agrees at all times during the continuance of this Agreement: 

 

7.1 To permit the Franchisee to operate and promote the Business under the trade 

name [•] in accordance with the terms of this Agreement. 

 

7.2
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8.3 
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8.12 



 

83 
 

 

the Franchisee shall at its own expense take such steps in order to enforce or 
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payable as monthly Royalty Fee. 
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inclusive).  The audited report shall be certified by a director duly 

nominated by the Franchisee and as well as a certified public a
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for the purpose for recording the same at the Trade Marks Registry; and  

 

(h) otherwise perform its obligations and observe the covenants set out in 

Clause 9.2 and 9.3 hereof. 

 

14.2 
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2. GRANT OF LICENSE 
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4. PAYMENT AND REPORTING 

 

4.1. Royalty shall be computed and reported in a format mutually agreed upon 

between the Parties, consisting of the invoice price or “top-of-the-line” price, as 

applicable, quantity sold; Royalty Rate; deductions for actual certified returns and 

sales tax (if applicable) (“Royalty Reports”).   

 

4.2. 
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months after expiration or termination of this Agreement.   

 

4.12. 
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Step 5:  
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or registration for the protection of these rights and all renewals and extensions 
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7.10. The Licensee shall not commingle on the Licensed Products manufactured 
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10.3. The Licensee shall as soon as it becomes aware of (i) any use or proposed use by 

any third party which may amount to infringement of the Intellectual Property 

Rights, or (ii) any allegations that the Intellectual Property Rights infringes any 

third party right, promptly notify the Licensor and will make no comment or 

admission to anyone else regarding these matters. Unless otherwise agreed:  

 

10.3.1. The Licensor will have the conduct of all claims regarding infringement or 

alleged infringement of the Intellectual Property Rights.  

 

10.3.2. 



 1 2 0   12.2. The Licese“ shall“ not“ have the“ right“ to grat“ ay“ su-licese.“ The
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13.3. 
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arbitrator shall be appointed by the Licensor. The place of arbitration shall be 

Hong Kong and the language to be used in the arbitration shall be English.   

 

20.4. 
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Schedule 1 

[all trade mark, design and copyright over the [Licensed Products] ] 

 

Schedule 2 

[Production Agreement] 

 

Schedule 3 

[Manufacturer’s Agreement] 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



 

 
 

 


